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Sir: 

This is in response to the Restriction Requirement dated June 14, 2006 for which a one-month 
period for response was given making this response due on or before July 14, 2006. 

The Restriction Requirement 

In the Official Action dated June 14, 2006, the Examiner required an election of one of the 
following inventions that were identified by the Examiner: 



Group I - Claims 1-23 drawn to a method for screening a combination of treatments comprising 
providing differential expression for diseased tissue samples. 



Group II - Claims 24-29 drawn to a system for screening a combination of treatments to 
specifically target a disease process comprising means for generating a phenotypic signature 
representing differential expression levels of each of a plurality of disease tissue samples. 

Group III - Claims 30-34 drawn to a method for determining phase relationships between 
treatment responses of diseased tissues to treatments thereof. 

Group IV - Claims 35-37 drawn to a combination of compounds for treating cancer. 
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Group V - Claims 38-41 drawn to a computer readable medium carrying instructions for 
screening a combination of treatments to specifically target a disease process. 

The Examiner further required an election of species among three different groups of species that 
the Examiner identified. 

In the first group, the Examiner required the election of a single species from the group 
consisting of: a drug, a combination of drugs, a compound, a combination of compounds, radiation, a 
genetic sequence, a combination of genetic sequences, heat, cryogenics, and a combination of two or 
more of any of the previous members in this group. 

The Examiner indicated that claims 1, 4, 21, 22, 30 and 33 are generic to this group of species. 

In the second group, the Examiner required the election of a single species from the group 
consisting of: a combination of compounds for treating cancer, said combination comprising at least 
two compounds selected from the group consisting of: Sevinon, or a family member thereof, Paclitaxel- 
Taxol, Gemcitabine and Mitoxantrone. 

The Examiner indicated that claim 35 is generic to this group of species. 

In the third group, the Examiner required the election of a single species from the group 
consisting of: a combination of claim 35, wherein said combination comprises a compound from each 
of Sevinon, or a family member thereof, Paclitaxel-Taxol, Gemcitabine and Mitoxantrone. 

The Examiner indicated that claims 35 and 36 are generic to this group of species. 

In response to the requirement to elect an invention and species, Applicant elects Group I, claims 
1-23; species - a combination of compounds, species - Sevinon, or a family member thereof, and 
Paclitaxel-Taxol for the species requirement in paragraph 4 on page 6; and species - Sevinon or a family 
member thereof and Paclitaxel-Taxol and Gemcitabine and Mitoxantrone for the species requirement 
indicated at paragraph 5, page 7, with traverse. It is respectfully submitted that all of claims 1-23 read 
on all of the elected species indicated above. 

The Examiner indicated that the invention of Group I and the inventions of Groups II and V are 

related as process and apparatus for its practice. The Examiner asserted that these groups are distinct 
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since the system comprising means for screening a combination of treatments of the invention of Group 
II and the computer readable medium of the Invention of Group V can be used to determine the phase 
relationships between treatment responses, which is a materially different process from that of screening 
combinations of treatments, as in Group L 

Applicants respectfully traverse these assertions. It is respectfully submitted that the invention of 
Group I can also be used to determine phase relationships between treatment responses, e.g., see claim 
5. Accordingly it is respectfully submitted that the Examiner has not established distinctness between 
Groups I, II and V, and the Examiner is respectfully requested to consider all claims from all of these 
"Groups" together. 

With regard to Groups II and V, the Examiner asserted that these groups were related as 
combination and subcombination. Additionally, the Examiner asserted: "In the instant case, the 
combination as claimed does not require the particulars of the subcombination as claimed because 
combination, which is the Invention of Group II, is a system comprising at least four different means for 
various aspects of screening a combination of treatments to specifically target a disease process and does 
not specifically claim a limitation to a computer readable medium carrying instructions for screening a 
combination of treatments that is the subcombination". 

This argument is not understood. Group V does not specifically claim a limitation to a computer 
readable medium carrying instructions for screening a combination of treatments either, as the Examiner 
has taken this language from the preamble of claim 38. Moreover, independent claim 24 of Group II 
recites in the preamble a system for screening a combination of treatments to specifically target a disease 
process. Accordingly, it is respectfully submitted that the Examiner has not established distinctness 
between Groups II and V and is requested to consider the claims of these groups together. 

With regard to the election of species requirement on page 6, paragraph #3, this requirement is 
not understood. Claim 4 is written as a Markush style claim, i.e., "selected from the group consisting of: 
a drug, a combination of drugs, a compound, a combination of compounds, radiation, a genetic 
sequence, a combination of genetic sequences, heat, cryogenics and a combination of two or more of 
any of the previous members in this group". Accordingly, the limitations of this claim can be met by 
finding any one of the members of the Markush group, and therefore the election of species requirement 
is not understood. The Examiner is respectfully requested to clarify this requirement, or withdraw it, in 
the next Official Action. 

Similarly, with regard to the election of species requirement on page 6, paragraph #4, this 

requirement is not understood. Claim 35 is written as a Markush style claim, i.e., "at least two 
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compounds selected from the group consisting of: Sevinon, or a family member thereof; Paclitaxel- 
Taxol; Gemcitabine and Mitoxantrone". Accordingly, the limitations of this claim can be met by 
finding any reference that includes a combination of compounds that has at least two compounds 
selected from the recited Markush group, and therefore the election of species requirement is not 
understood. The Examiner is respectfully requested to clarify this requirement, or withdraw it, in the 
next Official Action. 

As to the election of species requirement on page 7, paragraph #5, this requirement is not 
understood. It is respectfully submitted that claim 36 recites only one species, i.e., a combination 
comprising a compound from each of Sevinon, or a family member thereof; Paclitaxel-Taxol; 
Gemcitabine and Mitoxantrone, and that it is therefore not possible to make an election of species in this 
case. Accordingly, the Examiner is respectfully requested to clarify this requirement, or withdraw it, in 
the next Official Action. 

Conclusion 

Applicants respectfully submit that a proper response has been made to the Restriction 
Requirement. Applicants further respectfully submit that the Examiner has not shown distinctness 
among at least Groups I, II, III and V and that at least the claims of all of these groups should be 
considered together with the claims of elected Group I. Applicants further respectfully submit that none 
of the election of species requirement are proper, for the reasons noted above, and should be withdrawn. 
Finally, Applicants also respectfully request that the claims of Group IV be considered together with the 
claims of Groups I, II, III and V, as the search required for Group IV would be overlapping and not pose 
a serious burden to the Office. 

Applicants respectfully submit that all of the claims in this application are in condition for 
allowance, which action is requested. If the Examiner finds that a telephone conference would expedite 
the prosecution of this application, please telephone the undersigned at the number provided. 
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The Commissioner is hereby authorized to charge any underpayment of fees associated with this 
communication, including any necessary fees for extensions of time, or credit any overpayment to 
Deposit Account No. 50-1078, order number 10030208-1. 



John Brady 

Agilent Technologies, Inc. 
Legal Department, DL429 
Intellectual Property Administration 
P.O. Box 7599 
Loveland, CO 80537-0599 
Telephone: (408) 553-3584 
Facsimile: (408) 553-2365 



Respectfully submitted, 
James Minor et al. 





Alan W. Cannon for John Brady 
Registration No. 34,977 
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